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DETAILED ACTION 
Preamble 

The preamble limitation "useful for dry erase" is of no consequence when a 
composition is the same. Ultimate intended utility does not make a composition 
patentable. See In re Pearson, 181 USPQ 641 1 . 

Claim Objections 

Claims 7, 8 and 13 are objected to because of the following informalities: In 
claim 7, 8 and 13 recites a range (i.e. about 0.1 wt% and about 80 wt% or less). It is the 
position of the Examiner that Applicant should rewrite the range to about 0.1 wt% to 
about 80 wt% to clearly define the range. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-4, 6-10 and 13-16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by JP 2000256604. 

JP 2000256604 an ink composition comprising 1 to 40 percent of a colorant 
selected from inorganic pigments, organic pigments and colored resin balls with an 
average particle diameter of 0.5 to 10 |um, 0.1 to 5 percent of a film-forming resin and 
0.1 to 5 percent of a release agent. The reference further teaches 0.05 to 2 percent of a 
water-soluble polymer, 1 to 30 percent of a wetting agent such as ethylene glycol and 
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60-95 percent of water (abstract). The composition as taught by JP 2000256604 
appears to anticipate the claimed invention. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-10, 13-20 and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Santini et al (US Patent 5,968,241 ). 

Santini et al teach a coloring composition comprising a polymeric dye, a dye 
vehicle and an anionic dyeblocker. The reference further teaches that the coloring 
composition may comprise one or more colorants wherein the colorant may be selected 
from polymeric dye, acid dyes, pigments or mixtures present in the amount of about 2 
percent to about 20 percent (col. 6 lines 7-13). The dye vehicle is water or a mixture of 
water and alcohol or other water-miscible solvents (col. 6 lines 40-55). The film forming 
component may be a water-soluble resin to provide enhanced washability (col. 6 lines 
64-67). The coloring composition may be used as a marker ink (col. 7 lines 36-39). 
The humectant is used in the marker to retard the evaporation of water from the ink 
solution (col. 8 lines 1-13). A surfactant may also be present in the composition which 
includes anionic surfactants (col. 8 lines 15-25). The reference remains silent to the 
size of the pigment, however when general conditions (i.e. particle size) are disclosed in 
the prior art, it is not inventive to discover the optimum or workable ranges by changing 
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the size, shape, proportion of shape, degree and sequence of added ingredients 
through routine experimentation. (In re Rose, 105 USPQ 137; In re Aller 220F, 2d 454, 
105 USPQ 233,235 (CCPA 1955); In re Dailey et al., 149 USPQ 47; In re Reese, 129 
USPQ 402; In re Gibson, 45 USPQ 230). Therefore it would have been obvious to one 
of ordinary skill in the art to use pigment particle size in the range as claimed by 
Applicant because that particle size is well known in the art, absence evidence to the 
contrary. 

Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Santini 
et al et al (US Patent 5,968,241) as applied to claims 1-20 and 22 above, and further in 
view of Bernhardt et al (US Patent 5,286,291 ). 

Santini is described above, but fails to teach the specific surfactant set forth in 
claim 21. 

Bernhardt teaches a composition comprising an anionic surfactant wherein the 
surfactant is phosphate esters (col. 4 lines 26-27). 

Therefore it would have been obvious to one of ordinary skill in the art to use the 
anionic surfactant of Bernhardt in the composition of Santini because Santini disclose 
that an anionic surfactant can be used therefore any anionic surfactant (i.e. phosphate 
ester) may be used. 

Claims 1-20 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Santini et al (US Patent 6,040,359). 

Santini et al teach a washable dry erase coloring composition comprising an acid 
dye or polymeric dye colorant, a dye vehicle, a release agent and an aromatic organic 
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sulfonate (abstract and col. 3 lines 11-13). The reference further teaches that one or 
more colorants may be used including pigments in the composition (col. 5 line 43-col. 6 
line 41 ). The release agent is used to separate the film between the surface of the 
whiteboard and the film forming resin. The release agent is preferably a polyalkylene 
oxide-modified polydimethylsiloxane which is present in the amount of 1 to 30 percent 
by weight (col. 7 lines 35-65). The film forming component may be a water-soluble 
resin that provides enhanced washability and is present in the amount of 0 to 10 percent 
by weight (col. 8 lines 20-43). The composition may further comprise a humectant, a 
surfactant (i.e. anionic surfactant), a preservative, a defoamer and/or a pH regulant (col. 
9 lines 37-67). The reference remains silent to the size of the pigment, however when 
general conditions (i.e. particle size) are disclosed in the prior art, it is not inventive to 
discover the optimum or workable ranges by changing the size, shape, proportion of 
shape, degree and sequence of added ingredients through routine experimentation. (In 
re Rose, 105 USPQ 137; In re Alter 220F, 2d 454, 105 USPQ 233,235 (CCPA 1955); In 
re Dailey et al., 149 USPQ 47; In re Reese, 129 USPQ 402; In re Gibson, 45 USPQ 
230). Therefore it would have been obvious to one of ordinary skill in the art to use 
pigment particle size in the range as claimed by Applicant because that particle size is 
well known in the art, absence evidence to the contrary. 

Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable overSantini 
et al et al (US Patent 6,040,359) as applied to claims 1-20 and 22 above, and further in 
view of Bernhardt et al (US Patent 5,286,291). 
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Santini is described above, but fails to teach the specific surfactant set forth in 
claim 21. 

Bernhardt teaches a composition comprising an anionic surfactant wherein the 
surfactant is phosphate esters (col. 4 lines 26-27). 

Therefore it would have been obvious to one of ordinary skill in the art to use the 
anionic surfactant of Bernhardt in the composition of Santini because Santini disclose 
that an anionic surfactant can be used therefore any anionic surfactant (i.e. phosphate 
ester) may be used. 

Conclusion 

The remaining references listed on forms 892 and 1449 have been reviewed by 
the Examiner and are considered to be cumulative to or less material than the prior art 
references relied upon in the above rejections. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Veronica F. Faison whose telephone number is 571- 
272-1366. The examiner can normally be reached on Monday-Thursday and alternate 
Fridays 8 am to 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Bell can be reached on 571-272-1362. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




